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Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Enclosed is an Information Disclosure Statement by Applicant (PTO/SB/08 
equivalent) listing 260 references. Various references are U.S. Patent references or 
references of record in one or more patent applications relied upon for an earlier filing 
date under 35 U.S.C. § 120. Accordingly, copies of those references are not submitted 
pursuant to 37 C.F.R. § 1.98(d). 

EXPLANATION OF SUBMITTED DOCUMENTS 

In accordance to M. P. E. P. § 2001.06(c), the references identified herewith 
correspond to the existence of litigation and other information arising from litigation. 
For example, the references correspond to one or more of three U.S. District Court 
cases (and when applicable, their appeals to the Federal Circuit) involving one or more 
patents relied upon in the present application's priority claim under § 120. In the first 
case, Masimo Corp. sued Mallinckrodt, Inc. and Nellcor Puritan Bennett, Inc. ("Nellcor") 



Dear Sir: 
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for infringement of U.S. Pat. No. 5,490,505, and eventually U.S. Pat. No. 6,036,642. 
Part of the first case was decided on Summary Judgment, which was upheld on appeal 
by the Federal Circuit. In the second case, Nellcor sued Masimo and Masimo 
eventually counterclaimed infringement of U.S. Pat. No. 5,769,785. In the third case, 
Masimo sued Nellcor for infringement of U.S. Patent Nos. 6,206,830 and 6,157,850, 
and eventually U.S. Pat. No. 6,263,222. The cases were consolidated and tried before 
a jury during a 4-5 week trial in February/March 2004. After a jury verdict, the District 
Court entered judgment on the jury verdict holding the Masimo patents infringed, that 
the infringement was willful, that the claims of the Masimo patents are not invalid for 
anticipation, obviousness, lack of enablement, or lack of written description support, 
and the District Court awarded damages. Thereafter, each party submitted briefs for 
Judgment as a Matter of Law (JMOL). The District Courted ruled on the JMOL motions 
that the 785 patent was not infringed, that there was no willful infringement, and that 
the '830 patent was unenforceable for failure to submit litigation materials from the first 
case. The District Court left the damages undisturbed. Eventually, each party 
submitted appeal briefs to the Federal Circuit. The Federal Circuit appeal is currently 
pending. 

The first three references listed under "NON PATENT LITERATURE 
DOCUMENTS" on the enclosed Form PTO/SB/08 Equivalent, each correspond to a 
docket sheet for one of three District Court cases. While the present submission does 
not include every document referenced on the three docket sheets or referenced by a 
document on the three docket sheets, the Applicants will supply any non-submitted 
document upon specific Examiner request, and where relevant, upon obtaining 
appropriate permission under the various protective orders governing the cases. 

To assist the Examiner in his review of the present submission, the non U.S. 
Patent references are organized as follows. 

Type of Document PTO/SB/08 Ref. No. 



I. International Publications 40-45 

II. Docket Sheets 46-48 

III. Pleadings (Complaints and Answers) 49-74 

IV. Court Opinions 

a. '505 Opinion regarding Priority 75 

b. '642 Summary Judgment Opinion & Statement of Facts 76-78 
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c. '642 Federal Circuit Affirmance 79 

d. Claim Construction 80 

e. Final Judgment & JMOL 81-82 

V. Briefs 

a. '505 Invalidity Briefs 83-85 

b. '642 Appeal Briefs to the Federal Circuit 86-88 

c. Claim Construction Briefs 89-96 

d. Trial Briefs on Indefiniteness 97-98 

e. Trial Briefs on Inequitable Conduct 99-100 

f. JMOL Briefs 101-104 

g. Appeals Briefs to the Federal Circuit 1 05-1 09 

VI. Interrogatories on Invalidity 110-118 

VII. Trial Exhibits and Transcripts Regarding Masimo Patents 1 19-237 

VIII. Claim Construction Hearing Transcripts Regarding Masimo Patents 238 

IX. JMOL Hearing Transcripts Regarding Masimo Patents .239 

X. Discovery Documents Regarding Masimo Patents 240-260 

CONFIDENTIALITY AND PROTECTIVE ORDERS 

Although many of the documents contain markings of "Confidentiality" or 
"Attorneys' Eyes Only" under various protective orders governing the cases, each of the 
documents herein are part of the public trial record, part of public trial exhibits, or part of 
joint appendices agreed by the parties to be public. Accordingly, none of the 
documents included herewith are considered confidential. 



TIMING AND CONCLUSION 

This Information Disclosure Statement is being filed with an RCE and no fee is 
required. The Commissioner is hereby authorized to charge any additional fees which 
may be required, or credit any overpayment, to Account No. 11-1410. 



Dated: May 10. 2005 



1532181/040405 



Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 




Registration No. 42,610 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 
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Re 35 122 


12/19/1995 
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3 638 640 
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07/26/1977 


Fpinturh 
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06/12/1979 
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Wirirnw 
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Phillinn^ pt al 






ft 
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Npw Jr pt al 
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03/31/1987 


New Jr et al 






10 
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05/26/1987 


Ellis 






11 
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12/22/1987 
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12 
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06/21/1988 


Briller et al 






13 
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12/27/1988 


DuFault 






14 
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4, / yy,4oo 


01/24/1989 


DuFault 






15 
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DuFault 






16 


4,oUU,ooO 
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Johnson 
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17 
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f^nnrlman pt al 






18 
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19 


4, 00/, 0/1 


09/19/1989 


Frirk pt al 
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20 


4 RfiQ 9^4 


09/26/1989 


Stone et al. 






21 


4,883,353 


11/28/1989 


Hausman et al. 






22 


4,911,167 


03/27/1990 


Corenman et al. 






23 


4,928,692 


05/29/1990 


Goodman et al. 






24 


4,934,372 


6/19/1990 


Corenman et al. 






25 


4,949,710 


08/21/1990 


Dorsett et al. 






26 


4,951,680 


08/28/1990 


Kirk et al. 






27 


4,955,379 


09/11/1990 


Hall 






28 


4,960,126 


10/02/1990 


Conlon et al. 






29 


4,967,571 


11/06/1960 


Sporri 
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30 




08/06/1991 


Semmlow et al. 






31 


5,040,201 


08/13/1991 


Slump 






32 


5,041,187 


08/20/1991 


Hink et al. 






33 


5,054,495 


10/08/1991 


Uemura et al. 






34 


5,243,993 


09/14/1993 


Alexander et al. 






35 


5,379,774 


01/10/1995 


Nishimura et al. 






36 


5,494,032 


02/27/1996 


Robinson et al. 






37 


5,853,364 


12/29/1998 


Baker, Jr. et al. 






38 


6,083,172 


07/04/2000 


Baker, Jr. et al. 






39 


6,411,833 B1 


06/25/2002 


Baker, Jr. et al. 
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40 


EP 0 359 206 B1 


03/29/1995 


Kanda 








41 


JP-A-63-171539 


07/15/1988 


(In Japanese) 








42 


WO 92/1 5955 


09/17/1992 


Diab etal. 








43 


WO 97/00041 


01/03/1997 


Yorkey 








44 


WO 98/42249 


10/01/1998 


Baker et al. 








45 


WO 98/43071 


10/01/1998 


Baker et al. 
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46 


U.S. District Court, Central District of California (Western Division - Los Angeles) Civil Docket for 
Case #: 2:00-cv-06506-MRP-AJW. 






47 


U.S. District Court, Central District of California (Western Division - Los Angeles) Civil Docket for 
Case #: 2:01-cv-07292-MRP-AJW. 






48 


U.S. District Court, Central District of California (Western Division - Los Angeles) Civil Docket for 
Case #: 2:01-cv-07293-MRP-AJW. 






49 


Complaint for Patent Infringement of US. Patent Nos. 6,206,830 B1 and 6,157,850; Demand for Jury 
Trial, dated 7/6/01. 
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50 


First Amended Complaint for Patent Infringement of U.S. Patent Nos. 6,206,830 B1 , 6,157,850 and 
6,263,222 B1 ; Demand for Jury Trial, dated 7/18/01. 






51 


Nellcor's and Mallinckrodt's Answer to First Amended Complaint, dated 8/20/01. 






52 


Nellcor's and Mallinckrodt's Amended and Supplemental Answer and Counterclaims to Masimo 
Corporation's First Amended Complaint in Case No. CV-01-7292 MRP (AJWx), dated 5/31/02. 






53 


Masimo's Reply to Nellcor's and Mallinckrodt's Amended and Supplemental Answer and 
Counterclaims to Masimo's First Amended Complaint in Case No. CV-01-7292 MRP (AJWx), dated 
8/27/02. 






54 


Complaint for Patent Infringement of US. Patent Nos. 4,653,498, 5,078,136 and Re. 36,000, dated 
11/17/99. 






55 


Defendant Masimo Corp.'s Answer and Counterclaims, dated 12/8/99. 






56 


Mallinckrodt's and Nellcor's Reply to Counterclaims of Masimo; Demand for Jury Trial, dated 
12/28/99. 






57 


Mallinckrodt's and Nellcor's Amendment Complaint for Patent Infringement of U.S. Patent Nos. 
4,653,498, 5,078,136, Re. 35,122 and Re. 36,000; Demand for Jury Trial, dated 1/24/00. 






58 


Defendant Masimo Corp.'s Amended Answer and Counterclaims, dated 2/7/00. 






59 


Nellcor's Reply to Amended Counterclaims of Masimo Corporation, dated 2/22/00. 






60 


Mallinckrodt's and Nellcor's Second Amended Complaint for Patent Infringement of U.S. Patent Nos. 
4,621,643, 4,653,498, 4,700,708, 5,078,247, Re. 35,122 and Re. 36,000; Demand for Jury Trial, 
dated 10/13/00. 






* 61 


Masimo Corp.'s Answer to Plaintiffs' Second Amended Complaint and Counterclaims; Demand for 

Inrv Trial rlatprl 1 1 /9/fin 
juiy nidi, ucticu i i/^/vju. 






62 


Mallinckrodt Inc.'s and Nellcor Puritan Bennett, Inc.'s Reply to Counterclaims of Masimo Corporation; 
Demand for Jury Trial, dated 12/1/00. 






63 


Nellcor's and Mallinckrodt's First Amended and Supplemental Reply and Counterclaims to 
Counterclaims of Masimo Corporation, dated 5/31/02. 






64 


Masimo's Reply to Nellcor's and Mallinckrodt's First Amended and Supplemental Reply and 
Counterclaims to Counterclaims of Masimo, dated 8/27/02. 






65 


Nellcor's Third Amended Complaint for Patent Infringement of U.S. Patent Nos. 4,621 ,643, 4,653,498, 
4,700,708, 5,078,136, 5,807,247 and Re. 36,000; Demand for Jury Trial, dated 7/31/02. 






66 


Masimo's Answer to Counterclaims to Nellcor's Third Amended Complaint for Patent Infringement; 
Demand for Jury Trial, dated 8/27/02. 






67 


Complaint for Patent Infringement of U.S. Patent No. 5,490,505; Demand for Jury Trial, dated 10/8/99, 
entered 10/15/99. 
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68 


Mallinckrodt's and Nellcor's Answer and Counterclaims, dated 11/1/99. 






69 


Plaintiffs Masimo Corp.'s Reply to Defendants' Counterclaims, dated 11/22/99. 






70 


Amended Complaint for Patent Infringement of U.S. Patent Nos. 5,490,505 and 6,036,642; Demand 
for Jury Trial, dated 4/5/00, entered 4/18/00. 






71 


MMbwer iQ nrbi Mmenueu ^umpidini dnu Mmenueu oounieroidim, ucmdnu lor jury i ridi, udit?u 
5/1/00. 






72 


riainiiiT Masimo uorp. s rcepiy 10 ueienaanis rirsi Mmenuea oounierciairns, uemanu ior jury i rial, 
dated 5/18/00. 






73 


iNeiicor s ano iviaiiincKrucji b MmeriQeu dnu ouppiciiicrudi Miibwei iu ouurutif oidinib io ividbiiiiu 
Corporation's First Amended Complaint in Case No. CV-01-7293-MRP (AJWx), dated 5/31/02. 






74 


Ma^imn'^ Rpnlv to Npllcnr*^ anH Mallinpkmrlt'^ Ampnripri finri Sunnlpmpntsl An<5wpr and 

i vi cio ii i \\j o rxc^Jiy iu iici iisU i o ciiivi ivi ci i in i v^f\i uu i o m mci iucu ciiivj vjup^icnicii icii /» i iovvci ai i \j 

Counterclaims to Masimo's First Amended Complaint in Case No. -01-7293 MRP (AJWx), dated 
8/27/02. 






75 


Memorandum of Decision re: Mallinckrodt and Nellcor's Motion for Summary Judgement of Invalidity 
of Claim 19 of U.S. Patent No. 5,490,505. 






76 


Minute Order 1) Granting Defendants' Motion for Summary Judgment of Non-Infringement of '642 
Patent; 2) Denying Plaintiffs Motion for Preliminary Injunction; 3) Granting Plaintiffs Ex Parte 
Application to Strike Defendants' Supplemental Declaration, dated 10/4/00, entered 10/6/00. 






77 


Defendant's Mallinckrodt's and Nellcor's Statement of Uncontroverted Facts and Conclusions of Law. 






78 


Findings of Fact and Conclusions of Law Regarding Masimo's Motion for Preliminary Injunction. 






79 


Judgement in Masimo Corp. v. Mallinckrodt Inc., Court of Appeals for the Federal Circuit No. 01-1038, 

rlofckH ft/Q/fM antararl in/17/fM 

aateo o/o/ui, emerea iu/i /vui. 






80 


Memorandum of Decision and Order Re: 1) Claim Construction; 2) Motion to Strike Masimo's 
Declarations, entered 2/27/03. 






81 


Final Judgment, entered 8/6/04. 






82 


Memorandum of Decision and Order Re: Post-Trial Motions, dated 7/12/04, entered 7/14/04. 






83 


Memorandum and Points and Authorities in Support of Mallinckrodt's and Nellcor's Motion for 
Summary Judgment of Invalidity of Claim 19 of U.S. Patent No. 5,490,505, dated 8/30/00. 






84 


Masimo's Opposition to Defendants' Motion for Summary Judgment for Summary Judgment of 
Invalidity of Claim 19 of U.S. Patent No. 5,490,505, dated 9/21/00. 






85 


Reply Memorandum and Points and Authorities in Support of Mallinckrodt's and Nellcor's Motion for 
Summary Judgment of Invalidity of U.S. Patent No. 5,490,505, dated 10/13/00. 





Examiner Signature 



Date Considered 



'Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not 
in conformance and not considered. Include copy of this form with next communication to applicant. 



T - Place a check mark in this area when an English language Translation is attached. 



PTO/SB/08 Equivalent 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 


Application No. 


10/062,859 


Filing Date 


January 30, 2002 


First Named Inventor 


Mohamed K. Diab et al. 


Art Unit 


3736 


(Multiple sheets used when necessary) 


Examiner 


. Eric F. Winakur 


SHEET 5 OF 14 


Attorney Docket No. 


MASIM0.7CP1C9 



NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials 


Cite 
No. 


Include name of the author (in CAPITAL Lb I I bRS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 1 




86 


Brief of Plaintiff-Appellant Masimo Corporation, dated 12/8/00. 






87 


Non-Confidential Brief of Defendants-Cross Appellants Mallinckrodt inc and Nellcor Puritan Bennett, 
inc., dated vzz/v\. 






88 


Nonconfidential Reply Brief of Plaintiff-Appellant Masimo Corporation, dated 2/6/01. 






89 


Masimo Corp.'s Initial Claim Construction on Its Asserted Patents, dated 6/21/02. 






90 


Declaration of Jack Goldberg in Support of Masimo Corp.'s Initial Claim Construction on Its Asserted 
raienis, date a o/^i/u^. 






91 


Notice of Errata and Corrected Appendices for Mallinckrodt's and Nellcor's Statement Regarding 
uispuxea L/iaim i erms ot tne Asseneo ratenis, dated y/i^/u^ (rinai version). 






92 


Expert Declaration of Robert T. Stone Re: Masimo's Patent-ln-Suit, dated 7/18/02. 






93 


Masimo Corp.'s Opening Memorandum of Claim Construction, dated 9/16/02. 






94 


Nellcor's and Mallinckrodt's Opening Claim Construction Brief on the Patent-ln-Suit, dated 9/16/02. 






95 


Masimo Corp.'s Reply Memorandum on Claim Construction, dated 10/18/02. 






96 


Nellcor's and Mallinckrodt's Reply Claim Construction Brief on the Patents-ln-Suit, dated 10/18/02. 






97 


Nellcor's Trial Brief on Indefiniteness, dated 3/23/04. 








Masimo s Trial Brief of Indefiniteness, dated 3/24/04. 






99 


Nellcor's Trial Brief re Inequitable Conduct, dated 3/23/04. 






100 


Masimo's Trial Brief regarding Inequitable Conduct, dated 3/24/04. 






101 


Nellcor's Memorandum of Points and Authorities in Support of: (1) Argument on Bench Trial and (2) 
Renewed Motion for Judgment as a Matter of Law or Alternatively, a New Trial. 






102 


Masimo's Memorndum of Points and Authorities in Opposition to Nellcor's (1) Argument on Bench 
Trial and (2) Renewed Motion for Judgment as a Matter of Law or for a New Trial. 






103 


Memorandum of Points and Authorities in Support of Masimo's Motion for (1) Judgment as a Matter of 
Law that Nellcor Literally Infringes Claim 17 of the '850 Patent and Claims 16 and 23 of the *222 
Patent; (2) A Permanent Injunction; (3) An Accounting for Infringing Sales Occurring in 2004; and (4) 
Prejudgment Interest. 
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104 


Nellcor's Opposition to Masimo's Motion for Judgment as a Matter of Law and Other Post-Trial Issues. 






105 


Brief of Defendant-Appellant Masimo Corporation. 






106 


Confidential Brief of Plaintiffs-Cross Appellants Mallinckrodt, inc. and Nellcor Puritan Bennett, Inc. 






107 


Letter to Mr. Hornbaly, Clerk of Fed. Cir., indicating that the parties agreed that the Confidential Brief 

/ D of Mn A C\fc.\ t\r\ r\r\\ naoH tn ramain /T*nfiHantiol 
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Examiner Signature 



Date Considered 



'Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not 
in conformance and not considered. Include copy of this form with next communication to applicant. 



T - Place a check mark in this area when an English language Translation is attached. 



PTO/SB/08 Equivalent 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 


Application No. 


10/062,859 


Filing Date 


January 30, 2002 


First Named Inventor 


Mohamed K. Diab et al. 


Art Unit 


3736 


(Multiple sheets used when necessary) 


Examiner 


Eric F. Winakur 


SHEET 9 OF 14 


Attorney Docket No. 


MASIM0.7CP1C9 



NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials 


Cite 
No. 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 1 




161 


R. Brown and P. Hwang, "Introduction to Random Signals and Applied Kalman Filtering," 2nd Ed., 
jonn vviiey « oons, inc., r>iew yotk, oopyngm lyy^:. 






162 


IEEE 100, "The Authoritative Dictionary of IEEE Standards Terms," 7th ed., IEEE Press Publications, 
uopyngnt zuuu. 






163 


Haykin, S., "Adaptive Filter Theory," 1st ed., Prentice-Hall, Inc., 1986. 






164 


Haykin, S., "Adaptive Filter Theory," 2d ed., Prentice-Hall, Inc., 1991. 






165 


Clark R. Baker and Thomas J. Yorkey, "Calculation of Pulse Rate in Pulse Oximetry," dated 10/4/93. 






166 


Clark R. Baker and Thomas J. Yorkey, "A Proposal for Postprocessing and Display for 04 Saturation 
ana ruise-rcaie Aigoninms, aaxea iu/^/yo. 






167 


Description of PCSat; dated 10/16/91. 






168 


Corresponding Source Code. 






169 


Pulse Oximetry The Next Generation, dated 12/07/92. 






170 


Flewelling, Ross, "Oximetry Technology: Strategies for New Development," listing date of 2/95. 






171 


"Safety Monitoring in the Regular Inpatient Care Area - National Sales Meeting," listing date of 1992. 






172 


Swedlow, "Pulse Oximetry," undated. 






173 


Five Generations of Nellcor Oximetry, undated. 






174 


Letter from T. Ulatowski (FDA) to G. To (Nellcor Puritan Bennett, Inc.) with Nellcor 510(K) enclosures, 
dated 09/24/02. 






175 


"Technology Development Projects," December 1991. 






176 


Next Generation Oximeter Handwritten notes. 






177 


Yorky, T., "Signal Processing Technology Development Projects - Fall 92," listing date of 1 1/05/92. 






178 


Yorky, T., "Multiple Time Samples in Pulse Oximetry," listing date of 10/14/92. 






179 


"Potential Areas for New Technology Development - Nellcor -1992," listing date of 09/01/92. 





Examiner Signature 



Date Considered 



'Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not 
in conformance and not considered. Include copy of this form with next communication to applicant. 



T - Place a check mark in this area when an English language Translation is attached. 



PTO/SB/08 Equivalent 



INFORMATION DISCLOSURE 

^TATFMFNT RY APPI IPANT 


Application No. 


10/062,859 


Filing Date 


January 30, 2002 


First Named Inventor 


Mohamed K. Diab et al. 


Art Unit 


3736 


(Multiple sheets used when necessary) 


Examiner 


Eric F. Winakur 


SHEET 10 OF 14 


Attorney Docket No. 


MASIM0.7CP1C9 



NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials 


Cite 
No. 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 1 




180 


Source Code. 






181 


Carleton, Penny M., et al. "Assessment of Effectiveness of Flexible Monitoring System for Non-ICU 
Transitional Patients, 1998. 






182 


M. Jopling, P. Mannheimer & D. Bebout, "Issues in the Laboratory Evaluation of Pulse Oximeter 
Pertormance, oTA-ioLAPO Meeting bupplement, pp. bb^-ooo, oopyngnt 






183 


N-595 Combined motion and low perfusion study, undated. 






184 


Memo from C. Baker to T. Yorkey re: "Pulse Oximetry Next Generation (PONG)," dated 12/07/92. 






185 


T. Yorkey Computation Book, listing dates of 03/12/93 - 1 1/05/94. 






186 


Sayed et al., "A State-Space Approach To Adaptive RLS Filtering," IEEE Signal Processing Magazine, 
July 1994. 






187 


Nellcor brochure for N-395 Pulse Oximeter with Oxismart XL and SatSeconds, undated. 






188 


N-395 Pulse Oximeter Brochure, undated. 






189 


OxiMax N595 Pulse Oximeter Service Manual, undated. 






190 


04 Software 1994 Technology Devel. Dept., listing date of 10/4/94. 






191 


Barker S, "Motion Resistant Pulse Oximetry: Comparison of New and Old Models," Anesthesia and 
Analgesia, 2002; 95: 967-972. 






192 


Barker SJ, Shah NK, "The Effects of Motion on the Performance of Pulse Oximeters in Volunteers," 
Anesinesioiogy, lyyr, oo^ij, lui-iuo. 






193 


OEM 601 Module-Dolphin ONE Products, undated. 






194 


Dolphin Medical Integration Manual, OEM-601 Module, listing date of 12/16/02. 






195 


Datex - Ohmeda News Flash - TruTrak+ technology provides improved Sp02 readings during clinical 
patient motion, dated 10/16/02. 






196 


Novametrix Pulse Oximetry Program; Presented to Sisters of St. Joseph of Orange, undated. 






197 


"Motion-tolerant Sp02 with maximum choice," Philips, undated. 






198 


"Probe," Agilent Technologies, Winter 2001 . 





Examiner Signature 



Date Considered 



'Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not 
in conformance and pot considered. Include copy of this form with next communication to applicant. 



T - Place a check mark in this area when an English language Translation is attached. 



PTO/SB/08 Equivalent 



INFORMATION DISCLOSURE 
9TATFMFNT RY APPI IPANT 

O I a I L 1VI L_ I >J I d T nrrLlvniN I 


Application No. 


10/062,859 


Filing Date 


January 30, 2002 


First Named Inventor 


Mohamed K. Diab et al. 


Art Unit 


3736 


(Multiple sheets used when necessary) 


Examiner 


Eric F. Winakur 


SHEET 11 OF 14 


Attorney Docket No. 


MASIM0.7CP1C9 



NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials 


Cite 
No. 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 1 




199 


"CMS 2002 Acute Care Patient Monitoring System," Philips, undated. 






200 


Viridia CMS 2000 Product Information, Agilent, New Sp02 Algorithm, undated. 






201 


Richard G. Aseltine, Jr., Siegfried Kaestle, Ph.D. and Rolf Neumann, "New Motion Resistant Sp02- 
Algorithm by Frequency Domain Signal Analysis," Agilent Technologies, undated. 






202 


510(k) Notification; Infinity Micr02 + Pulse Oximeter, dated 7/23/02. 






203 


Tremper KK, Barker SJ., "Pulse Oximetry," Anesthesiology 1989:70:98-108. 






204 


Baker and Yorkey, Nellcor 04 Algorithm Summary, undated. 






205 


Letter to FDA re 510(k) N-200 Labeling Modification, dated 9/23/02. 






206 


Baker, 04 Software Technology Development Department, listing date of 1994. 






207 


IEEE Transactions on Acoustics, Speech, and Signal Processing, dated 04/83. 






208 


Alan S. Willsky, "Digital Signal Processing and Control and Estimation Theory: Points of Tangency, 
Areas of Intersection, and Parallel Directions," dated 1979. 






209 


Nellcor Requirements, Marketing Product, MP 404, listing date of 08/22/95. 






210 


Flexible Monitoring Clinical Environment, listing date of 1992. 






211 


Trial Transcript in Masimo Corporation v. Mallinckrodt, Inc., etal, CV 99-1245-AHS, 9/25/00 (Pgs 1- 






212 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 2/18/04 (Pgs 1- 
111). 






213 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 2/19/04 (Pgs 112- 
235). 






214 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 2/20/04 (Pgs 237- 
320). 






215 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 2/23/04 (Pgs 427- 
625). 






216 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 2/24/04 (Pgs 626- 
806). 






217 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 2/25/04 (Pgs 807- 
902). 





Examiner Signature 



Date Considered 



*Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not 
in conformance and not considered. Include copy of this form with next communication to applicant. 



T - Place a check mark in this area when an English language Translation is attached. 



PTO/SB/08 Equivalen t 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 


Application No. 


10/062,859 


Filing Date 


January 30, 2002 


First Named Inventor 


Mohamed K. Diab et al. 


Art Unit 


3736 


(Multiple sheets used when necessary) 


Examiner 


Eric F. Winakur 


SHEET 12 OF 14 


Attorney Docket No. 


MASIM0.7CP1C9 



NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials 


Cite 
No. 


Include name of the author (in CAPITAL Lb I I bRS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 1 




218 


Trial Transcript in Mallinckrodt, Inc., etaf v. Masimo Corporation, CV 00-6506 MRP, 2/26/04 (Pgs 943- 






219 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 2/27/04 (Pgs 






220 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/1/04 (Pgs 1282- 






221 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/2/04 (Pgs 1470- 

1 01 f ). 






222 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/3/04 (Pgs 1618- 






223 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 3/4/04 (Pgs 1796- 
i yooj. 






224 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 3/5/04 (Pgs 1987- 






225 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 3/8/04 (Pgs 2146- 






226 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/9/04 (Pgs 2347- 






227 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/10/04 (Pgs 






228 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 3/1 1/04 (Pgs 

ZOO*f-Z;OU 1 ). 






229 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/15/04 (Pgs 






230 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/16/04 (Pgs 

tOu l-0\JO\)J. 






231 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 3/17/04 (Pgs 
3037-3244). 






232 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 3/18/04 (Pgs 
3245-3416). 






233 


Trial Transcript in Mallinckrodt, Inc.. etal v. Masimo Corporation, CV 00-6506 MRP, 3/19/04 (Pgs 
3417-3515). 






234 


Trial Transcript in Mallinckrodt, Inc.. etal v. Masimo Corporation, CV 00-6506 MRP, 3/22/04 (Pgs 
3603-3715). 






235 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/23/04 (Pgs 
3716-3828). 






236 


Trial Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 3/24/04 (Pgs 
3829-3983). 





Examiner Signature 



Date Considered 



'Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not 
in conformance and not considered. Include copy of this form with next communication to applicant. 



T - Place a check mark in this area when an English language Translation is attached. 



PTO/SB/08 Equivalent 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 


Application No. 


10/062,859 


Filing Date 


January 30, 2002 


First Named Inventor 


Mohamed K. Diab et al. 


Art Unit 


3736 


(Multiple sheets used when necessary) 


Examiner 


Eric F. Winakur 


SHEET 13 OF 14 


Attorney Docket No. 


MASIM0.7CP1C9 



NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials 


Cite 
No. 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 1 




237 


Trial Transcript in Mallinckrodt, Inc., et al v. Masimo Corporation, CV 00-6506 MRP, 3/25/04 (Pgs 

OQQ/l Af\C.A\ 

oyo4-4U04). 






238 


Hearing Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 12/16/02- 
4 o/i 7/no 






239 


Hearing Transcript in Mallinckrodt, Inc., etal v. Masimo Corporation, CV 00-6506 MRP, 6/18/04. 






240 


Blitt, M.D., Casey D. t "Monitoring in Anesthesia and Critical Care Medicine," Monitoring and Patient 
oaTety, oecona edition, L/napter4, pp. oo-4o, iyyu. 






241 


Widrow. B., "Adaptive Signal Processing, 11 Prentice Hall, Englewood, NJ, 1985. 






242 


Yelderman, M., et al. "ECG Enhancement by Adaptive Cancellation of Electrosurgical Interference," 
ittt i ransacuons on biomedical engineering, voi. dmc-ou ino. / , Juiy lyoo. 






243 


Rearden, Jr., R.S., etal., "Biomedical Sciences Instrumentation," Some Digital Signal Processing 
Memoas ior ueiecung rai nanicies in dioou, voi. \z, pp. 4r-ou, iy/o. 






244 


"Nellcor N-100 And N-10 Pulse Oximeters, Plus Interchangeable Sensors," undated. 






245 


"Nellcor Redefines Pulse Oximetry. Introducing the Nellcor N-200 with ECG Synchronization," 
undated. 






246 


W. Byrne, P. Flynn, R. Zapp & M. Siegel, "Adaptive Filter Processing in Microwave Remote Heart 
Monitors, ittt iransactions on Diomeoicai engineering, voi. dmc-oo, ino. i , pp.' w-izo, Uf / iyoo. 






247 


J. Giolma, "Defining Respiratory Epochs Using an Adaptive AR Filter," ISA Paper #89-0236, pp. 227- 

OQO 1QOQ 






248 


R. Jane, P. Laguna, P. Caminal & H. Rix, "Adaptive Filtering of High-Resolution ECG Signals," IEEE 
rroceeaings, oomputers in uaraioiogy, pp. o4/-oou, uy/zo-^o/yu. 






249 


T. Kao, K. Wu t B. Yu & J. Hung, "Digital Signal Enhancement of the Abdominal Fetal ECG," IEEE 

Pnninoorinn in Morlis*ino. SL Vi\r\\r\c\\i Qrtf*iot\/ 11th Annucal Int'l f"*r»nf 1 QftQ 
li ly n icei n ly in ivicuiuiiic ot Diuiuyy ouoitJiy i iiii /Ainiuai iiui Vsuni., ic/oc?. 






250 


P. Hamilton & W. Tompkins, "Adaptive Matched Filtering for QRS Detection," IEEE Engineering in 
Medicine & Biology Society 10th Annual Int'l Conf., 1988. 






251 


Y. Park, B. Cho, N. Kim, W. Kim S. Park & D. Youn, "A Fetal ECG Signal Monitoring System Using 
Digital Signal Processor," ISCAS*88, pp. 2391-2394, 1988. 






252 


L. Lum & P. Cheung, "Evaluation of Pulse Oximetry with EKG Synchronization," IEEE Engineering in 
Medicine & Biology Society 10th Annual Int'l Conf., 11/04-07/88. 






253 


K. Lin & W. Chang, "Adaptive Noise Reduction for Pulmonary Artery Blood Pressure," IEEE 
Engineering in Medicine & Biology Society 10th Annual Int'l Conf., 11/04-07/88. 






254 


M. Ogino, "The Advantages of a New Technology Pulse Oximeter in Neonatal Care," Neonatal 
Intensive Care, 2002 Abstract No. 36. 






255 


"Masimo Current News," printed from internet site www.masimo.com/news/news.htm on or around 
08/09/00. 





Examiner Signature 



Date Considered 



'Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not 
in conformance and not considered. Include copy of this form with next communication to applicant. 



T - Place a check mark in this area when an English language Translation is attached. 



PTO/SB/08 Equivalent 



INFORMATION DISCLOSURE 
^TATFMFNT RY APPI IPANT 


Application No. 


10/062,859 


Filing Date 


January 30, 2002 


First Named Inventor 


Mohamed K. Diab et al. 


Art Unit 


3736 


(Multiple sheets used when necessary) 


Examiner 


Eric F. Winakur 


SHEET 14 OF 14 


Attorney Docket No. 


MASIM0.7CP1C9 



NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials 


Cite 
No. 


Include name of the author (in CAPITAL Lb I I bRS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 1 




256 


Chapter 6: The LMS Algorithm, Adaptive Algorithms and Structure Part III, undated. 






257 


"Nellcor N-200 Leads Beyond Pulse Oximetry," undated. 






258 


Operator's Manual - Nellcor N-200 Pulse Oximeter; 1992. 






259 


"N-200 Pulse Oximeter with C-Lock ECG Synchronization," undated. 






260 


D.P. Brown, "Evaluation of Pulse Oximeters using Theoretical Models and Experimental Studies," 
University of Washington, November 24, 1987. 





• 1441398_2 
050905 



Examiner Signature 



Date Considered 



'Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not 
in conformance and not considered. Include copy of this form with next communication to applicant. 



• Place a check mark in this area when an English language Translation is attached. 



